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Art Unit: 1711 

DETAILED ACTION 

Claim Rejections - 35 USC § 102 

Claims 1-4, 6-9 rejected under 35 U.S.C. 102(b) as being anticipated by 
Panandiker et al (US patent 5637654), herein Panandiker. 

Panandiker discloses a carboxylic acid group containing amorphous polyester 
having an acid number of from 1 8 to 60 mg KOH/g ((Column 7, line 1 5) and prepared 
from a polyacid constituent comprising from 25 to 100% mole of isophthalic acid 
(column 6, line 5 and Table 1) and another aliphatic, cycloaliphatic or aromatic polyacid 
(column 6, line 50), and of a polyol constituent comprising about 15 -20% mole of one 
or more linear chain aliphatic C4 -C16 diol, 80-85 % mole of neopentyl glycol, from 15 
to 20% mole of another linear chain aliphatic and/or cycloaliphatic diol (Column 6, line 
30) and , optionally a polyol with 3 or more hydroxyl groups (column 6, line 60). 

Regarding Claim 2, Panandiker teaches that a number averaged molecular 
weight ranging from 2000 to 5000 a glass transition temperature Tg, measured with 
standard DSC method more than 45°C (Column 9, line 30 and Example 1), an ICI 
(cone/plate) viscosity accordingly to ASTM D4287, measured at 200°C ranging from 13 
to 20 MPa.s (Poise) (Example 1). 
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Panandiker does not teach that Mn values measured by GPC. However, GPC is 
a most common method for MWD characterization. In addition, Panandiker's and 
Applicant's Zero Shear Viscosity data, which is closely connected to MWD values, are 
within the same range. Therefore, Panandiker's Mn data are inherently within the 
range that claimed by Applicant. 

In reference to Claims 3 and 4, Panandiker teaches carboxylic acid component 
containing terephthalic acid and diol, containing 16% mol of 1,6 hexanediol (Column 6, 
line 30). 

In reference to Claim 6, Panandiker teaches' powdered thermosetting 
compositions which comprise a carboxylic acid group containing amorphous polyester 
and a cross-linking agent having at least two beta-hydroxyalkylamide groups (Column 7, 
line 40). 

Regarding Claim 7, the content of powder thermosetting composition is illustrated 
in Examples 3-5 and Column 8, line 25. 

In reference to claims 8 and 9, a coil coating composition prepares with 
electrostatic charging gun and heating at temperature of from 138C to 204C (Column 8, 
line 50). 
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Claims 1-9 rejected under 35 U.S.C. 102(b) as being anticipated by Moens et al 
(WO 98/18862 and corresponding US patent 6635721). 

Moens discloses an amorphous polyester containing 70-100% mol of Isophthalic 
acid 0-30% of at least one other aliphatic acid70-100 mol% of neopentyl idol and 0- 
30mol% of at least one other aliphatic polyol (Abstract). 

Moens teaches that polyester has an acid number within the range of 15-100 mg 
KOH, Mn, determined by GPC is within the range of 1 100-15500, Tg is 40-80C and 
melt viscosity 5-15000 Mpa* s (Claims 1 , 10, 12, 13) and hydroxyalkylamide as a 
crosslinking agent in thermosetting coating composition (Claim 17). 

Regarding Claims 3 and 4 Moens discloses fumaric, maleic acids and 
terephthalic acid and butanediol and hexanediol. 

Regarding Claims 7, 8, 9, in Examples 1-14 Moens discloses different 
compositions with light adsorbers, crosslinking agents and pigments. 

Claim Rejections - 35 USC § 103 

Claims 1 and 5 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Panandiker. 
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Panandiker discloses an amorphous polyester based on an aromatic acid, 
including at least 25% mol of isophthalic acid and 80-85% mol of neopentyl glycol 
(NPG) and hexanediol. 

Panandiker teaches a composition containing up to 100 % mol of isophthalic 
acid (IPA) (Table 1 ). However, he does not teach a composition, which simultaneously 
have 81% mol of IPA, 35-65% mol of NPG and 15-65% of hexanediol. 

Replacement of Terephthalic acid (TP A) with IPA decreases Tg of polyester and 
increases flexibility and weatherability of the coating. It may be especially important for, 
for instance, thin film applications. Therefore, it would be obvious to a person with 
ordinary skills in the art to replace majority of TPA to IPA in powder coating 
compositions to increase flexibility and weatherability of the polyester. 

Double Patenting 

Claims 1-9 rejected under 35 U.S.C. 101 as claiming the same invention as that 
of claims 1, 11, 12, 13 and 17 of prior U.S. Patent No. 6635721. This is a double 
patenting rejection. 

Claims 1-9 provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-9 of copending Application No. 
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10/544336. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they related to the same amorphous polyester and . 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Listvoyb whose telephone number is (571) 272- 
6105. The examiner can normally be reached on 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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